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Office Action Summary 



Application No. 

09/402,731 



Examiner 

Eric F Winakur 



IflEL 

Applicant(s) 

HAHN, RAINER 



Art Unit 

3736 



Th MAILING DATE of this communication app ars on the cover she t with the corr spond nee addr ss - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). tn no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 09 December 2002 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) D Claim(s) 1-88 is/are pending in the application. 

4a) Of the above claim(s) 34-88 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) fj> is/are rejected. 

7) H Claim(s) 7-33 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) I3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

aMAW b)D Some*c)n None of: 

Certified copies of the priority documents have been received. * 

2. D Certified copies of the priority documents have been received in Application No. . 

3. K1 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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Art Unit: 3736 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group I in Paper No. 7 is acknowledged. 

2. Claims 34 - 88 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in Paper No. 7. 

Claim Objections 

3. Claims 7 - 33 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim cannot depend from any other multiple dependent 
claim. See MPEP § 608.01 (n). Accordingly, the claims have not been further treated 
on the merits. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1 - 6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. With regard to claim 1, the phrase "of hard tissue, in 
particular carious dental tissue" renders the scope of the claim unclear, as it is unclear 
whether Applicant intends the claim to be limited to the larger scope of 'hard tissue' or 
the narrower scope of 'carious dental tissue'. With regard to claim 2, use of the phrase 
"preferably" renders the scope of the claimed subject matter unclear. With regard to 
claim 4, the final phrase of the claim, "to which ... is assigned" is unclear; the language 
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does no, make dear ,he re.ationship between the elements. With regard to claim 5, the 
pnrase "the output signal" lacks antecedent basis; the phrase "the output signals" » 
insistent with its antecedent; the description o, the final five lines o, the claim ,s 
unclear. 

Claim Rejections - 35 USC § 102 
S. The following is a quotation of the appropriate paragraphs of 35 U.8.C. 102 (ha, 
form ,he basis for ,he rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

„, *e invention was described in ,1, an tf^^J^^l^M 
another filed in the United State. j>^> ^^u^dSate. before the invention by the 

a J " as puwished under 2,(2) 

of such treaty in the English language. 

7 Claims 1 - 5 are rejected under 35 U.S.C. 102(e) as being anticipated by Omata. 
Omata teaches a hardness measurement apparatus with a rod-like, axial.y osciKating, 

measurement element (Figure 1; Embodiment 1). 

Conclusion 

8 The prior art made of record and not relied upon is considered pertinent to 
applicant, disclosure. The prior ar, teaches a variety of other denta, .issue 
measurement systems. Heckenberger ,eaches a fluorescence measuremen, o, canes, 
piaque, and baCerial infection. Jung e, al. teach optical measurement of the color of 
,ee,h Mullane. Jr. .eaches optical measuremen, of anomalous subsurface structures. 
Alf ano .eaches optica, measuremen, of caries. Several references (Maxwell et a,., 
Schmitt e, a,., Schnettler et a,.) use principles of pulse oximetry to measure tooth 
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viability. Elbaum et al. teach imaging teeth by transillumination. Case et al. and 
Beckman e. al. teach mechanical measurement of contour. Nuwayser teach 
identification of caries by measuring electrical conductivity. Settler teaches pH 

measurement. 

9. Claim 6 would be allowable if rewritten to overcome the reiection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric F Wnakur whose telephone number is 703/308- 
3940. The examiner can normally be reached on M-Th, 7:30-5; alternate Fri. 

,f attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 703/308-3130. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703/305-3590 
for regular communications and 703/305-3590 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whosejelephone number is 703/308- 
0858. 




Eric F Winakur 
Primary Examiner 
Art Unit 3736 



February 24, 2003 



